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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-2 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Hamaguchi et al., JP 01006845. 

3. Regarding claim 1 , Hamaguchi ('845) discloses a method for measuring the 
optical characteristics of a colored liquid comprising: 

a. A dropping step of dropping a colored liquid (see "specimen dropping" in 
abstract) onto a transparent plate arranged horizontally (see "analysis slide 2", in 
abstract and fig. 9); and 

b. A measuring step of measuring the optical characteristics of the dropped 
colored liquid from beneath the transparent plate (see "optically measures" in 
abstract, "projecting part 76", and "photometric part 77" in abstract and fig. 9). 

4. Regarding claim 2, Hamaguchi ('845) discloses a method for measuring the 
optical characteristics of a colored liquid, wherein the measuring step comprises starting 
measurement when a predetermined time has passed after the start of dropping in the 
dropping step. It is implicit in Hamaguchi ('845) that a predetermined time has passed 
after the start of dropping in the dropping step based on the fact that the predetermined 
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time can be anything from 0 to any time delay chosen by the user of the system 
disclosed in Hamaguchi ('845) thus encompassing a "predetermined time'. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action:still s 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hamaguchi et al., JP 01 006845 in view of Steenhoek et al., USPA 2002/01 31 043. 

8. Regarding claim 3, Hamaguchi ('845) is relied upon as stated in the rejections 
above. 

9. Hamaguchi ('845) further discloses a method for measuring the optical 
characteristics of a colored liquid, wherein the measuring step is performed using a 



spectrophotometer equipped with an illumination light (see "light source 79", in abstract 
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and fig. 9) and a receptor (see "projecting part 76", and "photometric part 77" in abstract 
and fig. 9). 

10. Hamaguchi ('845) fails to disclose a spectrophotometer including an integrating 
sphere. 

1 1 . Steenhoek ('043) discloses a method and apparatus for measuring the color 
properties of fluid (see abstract and U 0002) including a spectrophotometer comprising 
an integrating sphere for collecting scattered light from a fluid illuminated by a light 
source (see If 0032). 

12. At the time of the invention, it would have been obvious to one skilled in the art to 
combine the analysis method of Hamaguchi ('845) with the integrating sphere of 
Steenhoek ('043) in order to analyze colored fluids containing properties which scatter 
light from a light source via a spectrophotometer equipped with an integrating sphere. 

1 3. Claims 4 and 8-9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Steenhoek et al., USPA 2002/0131043. 

14. Regarding claim 4, Steenhoek ('043) discloses an apparatus for measuring the 
optical characteristics of a colored liquid (see abstract and fig. 1) comprising: 

c. A transparent plate arranged horizontally (see "fluid analysis cell 40", and 
"viewing windows 42, 44", fig. 3A); 

d. A sampling means capable of collecting a colored liquid and dropping the 
collected liquid onto the transparent plate (see "fluid control unit 38", H 0033); and 
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e. A measuring means for measuring the optical characteristics of the 
dropped liquid onto the transparent plate (see "spectrophotometer", If 0016, and 
"integrating sphere", If 0032). 

1 5. Steenhoek ('043) fails to disclose the measuring means being positioned 
beneath the transparent plate. 

16. At the time of the invention, it would have been obvious to one skilled in the art to 
place the measuring means beneath the transparent plate of Steenhoek ('043), since it 
has been held that rearranging parts of an invention involves only routine skill in the art 
(see MPEP 2144, section VI, part C, and In re Karlson, 136 USPQ 184). 

1 7. Regarding claim 8, Steenhoek ('043) discloses an apparatus further comprising a 
frame-like flow prevention member, the flow prevention member being positioned on the 
surface of the transparent plate (see "spacer member 48", fig. 3A). 

18. Regarding claim 9, Steenhoek ('043) discloses an apparatus, wherein the 
measuring means further comprises a spectrophotometer (see If 0016) equipped with 
an integrating sphere (see H 0032), an illumination light (see "light source", H 0016), and 
a receptor (see "detector 20", ^ 0029, and fig. 1 ). 

19. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Steenhoek et al., USPA 2002/0131043 in view of Piatt et al., USPA 2005/0019223. 

20. Claim 4 is relied upon as stated in the rejection as set forth above. 

21 . Regarding claims 5-6, Steenhoek ('043) discloses a sample analysis apparatus 
(see U 0046) further comprising: 
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f. A transporting means (see "sample system 38", H 0020, H 0046 and fig. 2) 
for transporting a sample between a container and a sample analysis area; 

g. A driving means (see "air-drive", H 0046) for driving the sampling means to 
collect and drop the colored liquid; and 

h. A controlling means (see "sample system 38", U 0046 and fig. 2) for 
controlling the operation of the transporting means and the driving means when a 
predetermined time has passed (1f 0044). 

22. Steenhoek ('043) fails to disclose that the transporting means be robotically 
controlled on an X-Y plane. 

23. Piatt ('223) discloses an automated liquid delivery apparatus that is robotically 
controlled on an X-Y plane (see abstract) in order to perform high throughput analyses 
(If 0009). 

24. At the time of the invention, it would have been obvious to combine the 
automated liquid delivery apparatus of Piatt ('223) with the sample analysis apparatus of 
Steenhoek ('043) because all the claimed elements were known in the prior art and one 
skilled in the art could have combined the elements as claimed by known methods with 
no change in their respective functions, and the combination would have yielded 
predictable results to one of ordinary skill in the art at the time of the invention. 

25. Regarding claim 7, Steenhoek ('043) fails to disclose an apparatus wherein the 
sampling means is in the form of a pipette or syringe. 

26. Piatt ('223) discloses a liquid delivery apparatus (see abstract) comprising a 
sample delivery means, wherein the sample delivery means is a capillary tube flf 0021- 
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0025). It is inherent in Piatt ('223) that the capillary tube functions as a pipette, in that 
the liquid is drawn into the capillary tube via capillary force, and the liquid is dispensed 
by an external force. 

27. At the time of the invention, it would have been obvious to one skilled in the art to 
combine the sampling means of Piatt ('223) with the sample analysis apparatus of 
Steenhoek ('043) because all the claimed elements were known in the prior art and one 
skilled in the art could have combined the elements as claimed by known methods with 
no change in their respective functions, and the combination would have yielded 
predictable results to one of ordinary skill in the art at the time of the invention. 



Conclusion 

28. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DIRK BASS whose telephone number is (571) 270- 
7370. The examiner can normally be reached on Mon - Fri (9am-4pm). 

29. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571) 272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

30. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/DRB/ /Jill Warden/ 

Dirk R. Bass Supervisory Patent Examiner, Art Unit 1797 



February 5, 2009 



